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DETAILED ACTION 
Claim Objections 

1 . Claim 4 is objected to because of the following infomnalities: Applicant should 
use words to express the meaning of relational mathematical symbols in the 
claim. The claim is not an equation. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

3. The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 -7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for falling to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

5. Regarding Claims 1 -3 and 5-7, it is unclear what is signified by the various 
parenthetical numbers. While these may be references to various layers 
described in the Specification, it is unclear whether they should be interpreted In 
a particular limiting manner, such as with respect to any characterizations in the 
Specification, or whether their presence is superfluous. 

6. Regarding Claim 3, it is unclear what is meant by the phrase "enables the 
amount of Zn deposited on the surface of the Al-based structural member (lo) to 
be increased to give the base layer (2) comprising Zn having a required 
thickness." It is unclear what is the baseline against which the amount of 
deposited zinc "to be increased" is to be measured. Does the phrase "to be 
increased" mean "to thicken"? It is unclear what constitutes "required thickness." 
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It is unclear how this requirement is established. Should the word "having" be 
deleted? It is unclear what is meant by the phrase "enables the trivalent Cr- 
containing chromate coating for Zn to be reliably formed on the surface of the 
base layer (2) while ensuring the thickness of the base layer (2)." It is unclear 
what is required to recognize that the chromate coating is being "reliably fomed." 
It is unclear what is required for "ensuring the thickness." What standards are 
being implicated? Does the presence of any chromate layer thickness achieve 
"ensuring the thickness"? An analogous rejection applies to Claim 7. 

7. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

8. The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

9. Claims 5-7 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. In presenting new 
Claims 5-7, applicant has eliminated the requirement that the Cr-containing 
chromate coating be for zinc. It is unclear how the originally filed application 
textually supports eliminating this requirement, and it is unclear how applicant 
justifies, by textual support or otherwise by recognition of one of ordinary skill in 
the art, that these claims possess antecedent support. 
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Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

1 1 . A person shall be entitled to a patent unless - 

1 2. (b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application tor patent in the United 
states. 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

13. (6) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

14. Claims 1-3 and 5-7 are rejected under 35 U.S.C. 102(a or e) as being anticipated 
by Oshima et al. USPA 2003/01 481 22. Oshima et al. teaches that a zincated 
aluminum article may be further coated with a trivalent chromium containing 
chromate coating. See Oshima et al. (paragraphs 20-42). 

15. Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
USUI USPA 2002/0090528. USUI teaches coating an aluminum tube with zinc 
and then with trivalent chromium containing chromate. See USUI (paragraphs 
21-25 and 30-34; and Claim 9). 

Claim Rejections - 35 USC § 103 
le.The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 



Application/Control Number: 10/524,101 Page 5 

Art Unit: 1775 

patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

1 7. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1 , 1 48 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

18. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Oshima et al. USPA 2003/01 481 22. Oshima et al. teaches that a zincated 
aluminum article may be further coated with a trivalent chromium containing 
chromate coating. See Oshima et al. (paragraphs 20-42). Oshima et al. may not 
exemplify coating a zincated aluminum article, but teaches that such articles are 
effective substrates for the chromate coating of Oshima et al. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to apply the 
chromate coating of Oshima et al. on the zincated aluminum substrate as 
Oshima et al. teaches that such substrates are effectively protected by the 
chromate coating of Oshima et al. Regarding Claim 4, Oshima et al. suggests 
that processing times may be as short as five seconds for the chromate 
treatment. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to expose the zincated aluminum to the chromate treatment 
for as short as five seconds as Oshima et al. suggests that effective coatings 
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may form in this time period. The zinc layers are taught to be eight microns. It 
would be expected that formation of zinc layers of this thickness by zincate 
treatment would require at least 30 seconds. Moreover, the zinc layer thickness 
is taught as being effective when of arbitrary thickness. See Oshima et al. 
(paragraph 22). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to utilize a zinc layer of arbitrary thickness, including 
those that are so large that treatment times would necessarily exceed thirty 
seconds, since Oshima et al. teaches that articles formed of these layers are 
effectively protected by the chromate treatment of Oshima et al. 

Conclusion 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael La Villa whose telephone number is 
(571) 272-1 539. The examiner can normally be reached on Monday through 
Friday. 

20. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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21 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Michael La Villa „ 



2 September 2006 




iyBeHAELE.LAVlLLAPH.D. 



